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[bookmark: heading-nodeId--245097714]OPPOSITION Nо B 3 107 660
 
HelloFresh SE, Prinzenstraße 89, 10969 Berlin, Germany (opponent), represented by Bird & Bird LLP, Carl-Theodor-Str. 6, 40213 Düsseldorf, Germany (professional representative) 
 
a g a i n s t
 
Ebrofrost Holding GmbH, Rappenwörtherstraße 5, 89362 Offingen, Germany (applicant), represented by María José Garreta Rodríguez, Aribau, 155, Bajos, 08036 Barcelona, Spain (professional representative).

On 18/05/2023, the Opposition Division takes the following
 
 
DECISION:
 
[bookmark: chk-paragraph-2_nodeId-1551785101] 
	[bookmark: chk-paragraph-2-4_nodeId--394182054] 1.
	Opposition No B 3 107 660 is rejected in its entirety.


 

	[bookmark: chk-paragraph-2-4-1_nodeId-1146003216] 2.
	The opponent bears the costs, fixed at EUR 300.


 

[bookmark: chk-paragraph-3_nodeId-1085394009]REASONS
 
[bookmark: _Hlk134008069]On 03/01/2020, the opponent filed an opposition against all the goods (Classes 29, 30 and 31) of European Union trade mark application No 18 050 967 ‘EBROFRESH’ (word mark). The opposition is based on European Union trade mark registration No 13 716 311, ‘HelloFresh’ (word mark), European Union trade mark registration No 16 528 391, [image: ](figurative mark), European Union trade mark registration No 15 656 961, [image: ] (figurative mark), and the company name ‘HelloFresh’ protected in Austria, Belgium, Germany, France, the United Kingdom, Luxembourg and the Netherlands. The opponent invoked Article 8(1)(b) EUTMR and Article 8(5) EUTMR as regards to the above mentioned European Union trade mark registrations and Article 8(4) EUTMR as regards to the above mentioned company name.


EARLIER UK RIGHTS
 
On 01/02/2020, the United Kingdom (UK) withdrew from the EU subject to a transition period until 31/12/2020. During this transition period EU law remained applicable in the UK. As from 01/01/2021, UK rights ceased ex-lege to be earlier rights protected ‘in a Member State’ for the purposes of proceedings based on relative grounds. The conditions for applying Article 8(1), (4) and (5) EUTMR, worded in the present tense, must also be fulfilled at the time of decision taking. It follows that the United Kingdom other sign (company name) used in the course of trade no longer constitutes a valid basis of the opposition (see Communication No 2/20 of the Executive Director of the Office of 10 September 2020 on the impact of the United Kingdom’s withdrawal from the European Union on certain aspects of the practice of the Office, Section V ‘Earlier rights in inter partes proceedings’).
 
The opposition must therefore be rejected as far as it is based on this earlier right.

[bookmark: chk-paragraph-9_nodeId--1671418853] 
[bookmark: chk-paragraph-9-3_nodeId--1128870563]LIKELIHOOD OF CONFUSION — ARTICLE 8(1)(b) EUTMR

A likelihood of confusion exists if there is a risk that the public might believe that the goods or services in question, under the assumption that they bear the marks in question, come from the same undertaking or, as the case may be, from economically linked undertakings. Whether a likelihood of confusion exists depends on the appreciation in a global assessment of several factors, which are interdependent. These factors include the similarity of the signs, the similarity of the goods and services, the distinctiveness of the earlier mark, the distinctive and dominant elements of the conflicting signs, and the relevant public.

The opposition is based on more than one earlier trade mark. The Opposition Division finds it appropriate to first examine the opposition in relation to the opponent’s European Union trade mark registration No 13 716 311, ‘HelloFresh’ (word mark).

 
[bookmark: chk-paragraph-9-3-1_nodeId-537559823]a) The goods and services
 
The goods and services on which the opposition is based are, inter alia, the following:
 
Class 29: Meat, fish, poultry and game; Meat extracts; Preserved, frozen, dried and cooked fruits and vegetables; Jellies, jams, compotes; Eggs, milk and milk products; Edible oils and fats.

Class 30: Coffee, tea, sugar, rice, tapioca, sago, artificial coffee; Flour and preparations made from cereals, bread, ices; Honey, treacles; Yeast, baking-powder; Salt, mustard; Vinegar, sauces (condiments); Spices; Ice.

Class 31: Agricultural, horticultural and forestry products and grains, not included in other classes; Live animals; Fresh fruits and vegetables; Seeds, live plants and flowers; Foodstuffs for animals; Malt.

The contested goods are the following:
 
Class 29: Processed lentils; processed pulses; processed seeds; chilled prepared dishes consisting of the aforesaid goods; chilled prepared dishes consisting of mixes of the aforesaid goods.

Class 30: Rice; alimentary pasta; processed grains; processed cereals; chilled prepared dishes consisting of the aforesaid goods; chilled prepared dishes consisting of mixes of the aforesaid goods; Deep chilled pasta; Pasta dishes; chilled prepared rice with seasonings; chilled prepared rice with seasonings and vegetables; Pasta sauce; Flour; Farina [meal]; Pulse flour for food; Cereal preparations; Cereal flour; Sauces [condiments]; Dressings for food; Sauces; Couscous [semolina]; Processed quinoa; Buckwheat, processed; Processed sorghum; Processed teff; Processed oats for food for human consumption; Barley prepared for human consumption; Bean meal; Foodstuffs made from cereals; Rye flour; Preparations made from cereals.

Class 31: Unprocessed lentils.

[bookmark: chk-paragraph-9-3-1-3_nodeId-55414192]For reasons of procedural economy, the Opposition Division will not undertake a full comparison of the goods listed above. The examination of the opposition will proceed as if all the contested goods were identical to those of the earlier mark which, for the opponent, is the best light in which the opposition can be examined. 

 
[bookmark: chk-paragraph-9-3-2_nodeId-870269841]b) Relevant public — degree of attention
 
The average consumer of the category of products concerned is deemed to be reasonably well informed and reasonably observant and circumspect. It should also be borne in mind that the average consumer’s degree of attention is likely to vary according to the category of goods or services in question.
 
[bookmark: chk-paragraph-9-3-2-1_nodeId-742969198]In the present case, the goods assumed to be identical target the public at large. The degree of attention is considered to be average. 

 
[bookmark: chk-paragraph-9-3-3_nodeId--1465072020]c) The signs

 
	HelloFresh

	EBROFRESH


	 
Earlier trade mark
	 
Contested sign


 
[bookmark: chk-paragraph-9-3-3-2_nodeId--1371220369] 
The relevant territory is the European Union.
 
The global appreciation of the visual, aural or conceptual similarity of the marks in question must be based on the overall impression given by the marks, bearing in mind, in particular, their distinctive and dominant components (11/11/1997, C‑251/95, Sabèl, EU:C:1997:528, § 23).

The signs to be compared are words mark. Although both signs are composed of one verbal element, the relevant consumers, when perceiving a verbal sign, will break it down into elements that suggest a concrete meaning, or that resemble words that they already know (13/02/2007, T‑256/04, Respicur, EU:T:2007:46, § 57; 13/02/2008, T-146/06, Aturion, EU:T:2008:33, § 58). In this respect, it is possible for the relevant consumer to break down a word mark even if only one of the elements making up that mark is familiar to him/her (22/05/2012, T-585/10, Penteo, EU:T:2012:251, § 72 and the case-law therein cited). Taking into account these principles, and as further outlined below, both of the signs will be dissected into the word elements ‘Hello’, ‘Fresh’ and ‘EBRO’, ‘FRESH’, respectively.

Both signs consist of the English word ‘FRESH’, which will be understood by the relevant public in the entire Union as something recently made or obtained, either because it is part of the basic vocabulary of the English language and frequently used in advertising for foodstuffs (see in this regard decision of the BoA dated 19/11/2015 – R3196/2014-5 - §20), or due to the existence of similar language equivalents in various languages within the Union (for example: ‘fresco’ in Spanish and Italian, ‘fresca’ in Portuguese, ‘frais’ in French, ‘frisch’ in German, ‘frisk’ in Danish, ‘färsk’ in Swedish, φρέσκο (fresko) in Greek, just to mention a few). Considering that the relevant goods are all foodstuff, this element lacks distinctive character. In this context it is irrelevant, contrary to the claim of the opponent that some of the contested goods are processed, since even processed goods may have been recently made or are perceived as being fresh (or as being as good as fresh).

Likewise the word ‘Hello’ in the earlier mark, being a basic English word, will be understood by the entire relevant public as a greeting. This word, however, is neither descriptive nor otherwise weak in the context of the relevant goods and therefore of normal distinctive character.

Finally, the word ‘EBRO’ in the contested sign will be understood, at least by part of the relevant public as referring to a Spanish river. A significant part of the relevant, public, however, will not make such an association. While it is true that for part of the public, ‘EBRO’ will be perceived as a reference to a Spanish river, the Opposition Division is of the opinion that such public will not necessarily, contrary to the opponent’s view, understand such meaning as a non-distinctive reference to the geographical origin of the relevant goods. First, a river, and particular the river ‘EBRO’ is not necessarily known as a reference to the place of origin of the relevant goods in question (i.e. various processed food products such as fruits and vegetables). Second, the word ‘EBRO’ does not describe objective characteristics of the goods in question, and third, does not designate a particular (specific) place associate with the goods in question nor does it clearly designate the geographical origin thereof. Lastly, the opponent did not provide any supporting evidence which may suggest the contrary, or which would otherwise support a finding that ‘EBRO’ would be non-distinctive. Therefore, and no matter whether understood in the above mentioned sense or not, the element ‘EBRO’ is of normal distinctive character.
[bookmark: chk-paragraph-9-3-3-2-5-2-2_nodeId-84510]
[bookmark: chk-paragraph-9-3-3-2-6_nodeId-141804686]Account has to be taken of the fact that consumers generally tend to focus on the beginning of a sign when they encounter a trade mark. This is because the public reads from left to right, which makes the part placed at the left of the sign (the initial part) the one that first catches the attention of the reader.
 
Visually and aurally (irrespective of the different pronunciation rules in different parts of the relevant territory) the signs coincide in their second verbal element ‘FRESH’, which, however, not only lacks distinctive character, but is also placed in a secondary position at the end of both signs. On the other hand, the signs differ in their distinctive initial elements ‘HELLO’ versus ‘EBRO’, which are the parts catching the consumer’s attention, first. Taking into account the different weighting of the various elements of the signs, and particular the fact that their coincidences are limited to non-distinctive words, the signs are visually and aurally similar to a low degree, only.
 
[bookmark: chk-paragraph-9-3-3-2-8_nodeId-190523850]Conceptually, similar considerations as regards to the visual and aural comparison apply. The signs only coincide in the meaning of the non-distinctive word ‘FRESH’. While this could, nevertheless, lead to some conceptual similarities, the Opposition Division recalls that the signs differ on account of additional, more importantly, distinctive word elements. While the entire relevant public, will understand the additional meaning stemming from the word ‘HELLO’ in the earlier mark, only parts thereof will grasp the meaning of the word ‘EBRO’ in the contested sign. Be it as it may, at least one of the elements of the signs (in the earlier mark) will be associated with an additional meaning, which taking into account that such meaning stems from a distinctive word element (‘HELLO’), renders the signs conceptually dissimilar. 

This finding cannot be outweighed by the fact that the signs coincide in the meaning of ‘FRESH’, as this element, being non-distinctive, is not sufficient to establish a conceptual similarity between the signs. The attention of the relevant public will be attracted by the additional elements (at least ‘HELLO’) which conveys different distinctive concepts that are capable of differentiating the marks conceptually. 

[bookmark: chk-paragraph-9-3-3-2-9-1_nodeId--592845]As the signs have been found similar in at least one aspect of the comparison, the examination of likelihood of confusion will proceed.

 
[bookmark: chk-paragraph-9-3-4_nodeId-712655740]d) Distinctiveness of the earlier mark
 
The distinctiveness of the earlier mark is one of the factors to be taken into account in the global assessment of likelihood of confusion.
 
[bookmark: chk-paragraph-9-3-4-3_nodeId-299401078]According to the opponent, the earlier trade mark has a reputation and enjoys a high degree of distinctiveness as result of its long standing and intensive use in the European Union in connection with all the goods and services for which it is registered. This claim must be properly considered given that the distinctiveness of the earlier trade mark must be taken into account in the assessment of likelihood of confusion. Indeed, the more distinctive the earlier mark, the greater will be the likelihood of confusion, and therefore marks with a highly distinctive character because of the recognition they possess on the market, enjoy broader protection than marks with a less distinctive character (29/09/1998, C-39/97, Canon, EU:C:1998:442, § 18).
 
The opponent submitted evidence to support this claim. As the opponent requested that certain commercial data contained in the evidence be kept confidential vis-à-vis third parties, the Opposition Division will describe the evidence only in the most general terms without divulging any such data. 

The evidence consists of the following documents:

	Annex B&B1: Screenshots (dated 23/11/2020) of the opponent’s websites hellofresh.de, hellofresh.co.uk and hellofresh.com describing its business as being the sale of meal kits.

	Annex B&B 2: Press article dated 02/11/2017 taken from the online version of the US magazine ‘FORTUNE’ and relating to the stock exchange debut of ‘HelloFresh’.

	Annex B&B 3: Prospectus dated 23/10/2017 for the public offering of HelloFresh SE shares at the Frankfurt stock exchange.

	Annex B&B 4 to 8, 10: Extracts from the opponents financial statement (Q1 to Q3 2020), annual reports from 2016, 2017, 2018 and 2019, as well as Q1 2018 results. The extracts show significant revenues made by the opponent in the indicated years. Moreover, the extracts indicate significant marketing expenses (without, however, providing any details as to the exacts activities and geographical scope thereof). The data is divided into USA and International. The indicated data shows, inter alia, the number of customers in the above mentioned areas, which are also significant. It remains unclear, however, to what exact territories (apart from the USA), this data is referring to, in particular to the extent Member States of the European Union might be concerned. In the 2017 annual report the opponent is described as ‘the global leader in… meal solutions’, who’s key product line are ‘meal kits’.

	Annex B&B 9: Press article dated 17/05/2017 taken from the online version of the Financial Times (FT) titled ‘The FT1000: The complete list of Europe’s fastest-growing companies’. The list indicates HelloFresh as the fastest growing company (growth in revenues) between 2012 and 2015.

	Annex B&B 11: Press article dated 12/06/2015 from the UK online version of The Grocer tiled ‘Specialist Online Retailer of the Year: HelloFresh’ referring to the opponent winning an award second time in a row. While not entirely clear, it seems that this award relates to activities in the United Kingdom. 

	Annex B&B 12: Press article dated 26/10/2018 from the website industrial-excellence-award.eu titled ‘HelloFresh is the winner of the “industrial Excellence Award Europe 2018”’. 

	Annex B&B 13: Extract from the US Forbes magazine dated 24/01/2017 titled ’30 under 30 Old World, Young Promise’ listing, inter alia, Edward Boyes from the UK as one of the cofounders of ‘HELLOFRESH’. 

	Annex B&B 14: Screenshots each dated 23/11/2020 from the opponent’s facebook sites directed to users from Germany, The Netherlands, France and the United Kingdom. One of the screenshots, the one referring to Germany indicates more than 2 million followers.

	Annex B&B 15: Screenshots each dated 24/11/2020 from the opponent’s YouTube channels directed to users from Germany, Austria & Switzerland, The Netherlands, the United Kingdom and Belgium. Some of the videos referred to indicate views going into the millions.

	Annex B&B 16: List of the opponent’s ‘HelloFresh’ trademark applications/registrations in the EU and Benelux (7 marks in total whereby one does not show the word ‘HelloFresh’).

	Annex B&B 17: Screenshot from the webpage kochbar.de referring to an article in the German language dated 22/03/2017 titled ‘Corinna Frey testet die HelloFresh-Box’. The article describes the experience of a user testing a HelloFresh meal kit.

	Annex B&B 23: Screenshot from the internet archive archive.org referring to the website www.hellofresh.de dated 02/01/2015 showing use of ‘HelloFresh’ in connection with meal kits. The website content is in the German language.

For the sake of completeness the Opposition Division notes that the opponent has filed further evidence not listed above (Annex B&B 18 to 22 and 24). This evidence merely relates to the German Trade Mark Act, translations as well as commentaries thereof and is irrelevant for the assessment of enhanced distinctiveness/reputation of the earlier mark. Finally, Annex B&B 25 relates to the website of the applicant, which is likewise irrelevant for the purposes of assessing the enhanced distinctiveness/reputation of the earlier mark.

In order to determine the marks’ level of enhanced distinctiveness and reputation, all the relevant facts of the case must be taken into consideration, including, in particular, the market share held by the trade marks, the intensity, geographical extent and duration of their use, and the size of the investment made by the undertaking in promoting them.

Reputation and enhanced distinctiveness imply a knowledge threshold that is reached only when the earlier marks are known by a significant part of the relevant public for the goods they cover.

Having examined the material listed above, the Opposition Division concludes that the evidence submitted by the opponent does not demonstrate that the earlier trade mark acquired a high degree of distinctiveness and/or reputation through its use and in relation to the goods and services for which it is registered.

From the outset and in more general terms the Opposition Division recalls that the opponent claimed enhanced distinctiveness/reputation for its earlier mark for a vast amount of different goods and services of Classes 9, 16, 29, 30, 31, 32, 33, 35, 39 and 43 while the submitted evidence suggests use essentially in connection with ‘meal kits’ only. 

[bookmark: chk-paragraph-9-3-4-3-1_nodeId--82574550]Moreover, it remains unclear to what territories most of the evidence is referring to. Many of the documents submitted do relate mainly to the US (e.g. the press articles from US magazines) and/or the UK. As regards to the evidence relating to the UK, and as explained already above, such evidence cannot be taken into account.

Although these facts do not of course mean that the earlier mark thereby cannot have enhanced distinctiveness and/or a reputation in the EU territory, they are relevant within the overall context of the evidence provided. In particular, this is so given that, despite providing various annual reports with significant indications as regards to revenues and marketing expenses the opponent has not provided any breakdown (apart for the USA) of its sales revenue, sales turnover or indeed advertising/marketing spend for the EU (or for any part thereof). In fact all numbers, except for the USA, have been indicated as International (without any further explanation); they could refer to Member States or not, since according to the opponent itself, it ‘operates in the market in fourteen countries on three continents’, inter alia Switzerland, Canada or Australia. Accordingly, based on the evidence provided by the opponent, the revenue figures in its said reports must be taken to be global figures (excluding the USA).

The opponent has provided evidence of at least two awards it has won in recent years and these are set out, in particular, at Annexes B&B 11 and 12 as well as a recognition of being the fastest growing European company in 2017 (Annex B&B 9). The winning of awards and the listing in a ranking is both laudable and evidence of recognition of the commercial success of the opponent. However, taken in the context of the overall deficiencies in the evidence at set out above, in the view of the Opposition Division awards and listing do not provide any concrete or material evidence of reputation in the EU for specified protected goods/services, or otherwise corroborate such a finding.

The same is true as regards to the material referring to the opponent’s successful debut at the stock exchange. While this might be seen as an indication of commercial success, it does not contain any information as to the recognition of the earlier mark amongst the relevant public, left alone for all the relevant goods and services for which enhanced distinctiveness/reputation was claimed by the opponent. 

Finally the contents of Annex B&B 14 and 15 - being references to the opponent’s Facebook and YouTube activities including the then numbers of followers/subscribers – as well as further indications in its submissions dated 26/11/2020, being a handful of screenshots of the opponent’s twitter and Instagram activities - do not provide any meaningful evidence of the extent of exposure of the Earlier Mark in the EU for the protected goods/services. First, some of this evidence relates to the UK, USA, Canada and Australia and is therefore irrelevant for the present proceedings. Second, and while in principle evidence showing the presence of the earlier trade mark in social media may help establish that trade marks may have acquired an enhanced degree of distinctiveness and/or reputation, the nature of materials originating from the Internet raises the question of reliability, as it may be difficult to establish the actual content available on the Internet and the date or period of time this content was in fact made available to the public. Screenshots of a website or extracts from social media do not necessarily show whether the mark was used during the relevant time period or in the relevant territory. Nor do they establish the intensity of the alleged commercial use, as they do not show who viewed the mark or when or provide information about related transactions. Relevant indications that do more than merely show the mark’s presence on the Internet and which serve to provide information about its extent of use and level of exposure could be, for instance, not only data on the number of visits to the site, but also emails received via the site or the volume of business generated. Therefore, other forms of communication or interaction with the website can also be helpful and the data can be corroborated by further evidence such as analytics reports, website traffic, reports showing the geographical location of users, etc. 

In the present case, the opponent did not submit such additional evidence. Therefore, the probative value of this particular evidence is weak and does not allow the Office to clearly establish whether part of the relevant public in the EU in fact visited the opponent’s websites and/or social media accounts. 

In summary, the evidence submitted as a whole does not provide sufficient and clear information, originating from objective sources, about the degree of recognition of the earlier mark in relation to any of the protected goods and services for which an enhanced distinctiveness and/or reputation is claimed in the EU territory. As a result, the Opposition Division cannot, without making suppositions, conclude that the evidence submitted by the opponent demonstrates that the earlier mark had acquired a reputation in the EU territory in relation to the claimed goods and services.
 
[bookmark: chk-paragraph-9-3-4-3-2_nodeId-535463698]Consequently, the assessment of the distinctiveness of the earlier mark will rest on its distinctiveness per se. In the present case, the earlier trade mark as a whole has no meaning for any of the goods and services in question from the perspective of the public in the relevant territory. Therefore, the distinctiveness of the earlier mark must be seen as normal, despite the presence of a non-distinctive element (‘FRESH’) in the mark, as stated above in section c) of this decision.

 
[bookmark: chk-paragraph-9-3-5_nodeId--1332642858]e) Global assessment, other arguments and conclusion

Evaluating likelihood of confusion implies some interdependence between the relevant factors and, in particular, a similarity between the marks and between the goods or services. Therefore, a lesser degree of similarity between goods and services may be offset by a greater degree of similarity between the marks and vice versa (29/09/1998, C-39/97, Canon, EU:C:1998:442, § 17).

In the present case, the goods have been assumed to be identical and to target the public at large, whose degree of attention is average. The degree of inherent distinctiveness of the earlier mark is normal. 

The signs are visually and aurally only similar to a low degree. Conceptually the signs are dissimilar. The similarity of the signs is limited to the coinciding element ‘FRESH’, which, however, is non-distinctive and therefore won’t be perceived by the relevant public as an indication of origin for the goods in question. 

According to the Office’s practice, when marks share an element with no distinctiveness, the
assessment will focus on the impact of the non-coinciding components on the overall impression of the marks. The assessment will take into account the similarities/differences and distinctiveness of the non-coinciding components. A coincidence only in non-distinctive components does in general not lead to a likelihood of confusion. Taking into account these considerations the relevant public will focus in the present case on the distinctive elements ‘HELLO’ and ‘EBRO’, which, albeit coinciding in their last letter ‘O’ are clearly different. These elements are not only distinctive, but form the initial parts in both signs, which is, as already outlined above, the part catching the consumer’s attention first.

Taking into account that the similarities of the signs are limited to non-distinctive elements, which are moreover placed in the less important endings of both signs, the Opposition Division considers that the differences in the elements ‘HELLO’ versus ‘EBRO’ are sufficient to exclude a likelihood of confusion (including a likelihood of association) even for (assumed) identical goods. 

Considering all the above, even assuming that the goods are identical, there is no likelihood of confusion on the part of the public. Therefore, the opposition must be rejected insofar as it was based on Article 8(1)(b) EUTMR.


[bookmark: chk-paragraph-9-3-5-3_nodeId-591540600]
The opponent has also based its opposition on the following earlier trade mark registrations:

	European Union trade mark registration No 16 528 391, [image: ](figurative mark), and
	European Union trade mark registration No 15 656 961, [image: ] (figurative mark).

[bookmark: chk-paragraph-9-3-7_nodeId-1620323765]These earlier marks, however, are less similar to the contested mark. This is because they contain further figurative elements and/or stylisations, which are not present in the contested sign and puts them further apart. Therefore, the outcome cannot be different with respect to goods which have been assumed to be identical and for which the opposition has been already rejected. Moreover, the findings regarding the evidence for enhanced distinctiveness and/or reputation equally apply in respect to these two earlier marks as the evidence is the same and was already analysed above. No likelihood of confusion therefore exists with regard to these two earlier marks, either.

 
[bookmark: chk-paragraph-10_nodeId--1736014671]REPUTATION — ARTICLE 8(5) EUTMR

According to Article 8(5) EUTMR, upon opposition by the proprietor of a registered earlier trade mark within the meaning of Article 8(2) EUTMR, the contested trade mark will not be registered where it is identical with, or similar to, an earlier trade mark, irrespective of whether the goods or services for which it is applied are identical with, similar to or not similar to those for which the earlier trade mark is registered, where, in the case of an earlier European Union trade mark, the trade mark has a reputation in the Union or, in the case of an earlier national trade mark, the trade mark has a reputation in the Member State concerned and where the use without due cause of the contested trade mark would take unfair advantage of, or be detrimental to, the distinctive character or the repute of the earlier trade mark.
 
[bookmark: chk-paragraph-10-3_nodeId-1007701332]Therefore, the grounds for refusal of Article 8(5) EUTMR are only applicable when the following conditions are met.
 
	The signs must be either identical or similar.
 
	The opponent’s trade mark must have a reputation. The reputation must also be prior to the filing of the contested trade mark; it must exist in the territory concerned and for the goods and/or services on which the opposition is based.
 
	Risk of injury: use of the contested trade mark would take unfair advantage of, or be detrimental to, the distinctive character or repute of the earlier trade mark.
 
The abovementioned requirements are cumulative and, therefore, the absence of any one of them will lead to the rejection of the opposition under Article 8(5) EUTMR (16/12/2010, T‑345/08 & T‑357/08, Botolist / Botocyl, EU:T:2010:529, § 41). However, the fulfilment of all the abovementioned conditions may not be sufficient. The opposition may still fail if the applicant establishes due cause for the use of the contested trade mark.

 
[bookmark: chk-paragraph-10-3-2_nodeId-467146027]Reputation of the earlier trade marks
 
[bookmark: chk-paragraph-10-3-2-1_nodeId-1493936207]The evidence submitted by the opponent to prove the reputation and highly distinctive character of the earlier trade marks has already been examined above under the grounds of Article 8(1)(b) EUTMR. Reference is made to those findings, which are equally valid for Article 8(5) EUTMR.

As seen above, it is a requirement for the opposition to be successful under Article 8(5) EUTMR that the earlier trade mark has a reputation. Since it has not been established that the earlier trade marks have a reputation, one of the necessary conditions contained in Article 8(5) EUTMR is not fulfilled, and the opposition must be rejected insofar as it was based on these grounds. 

[bookmark: chk-paragraph-10-3-2-3_nodeId-631984906]
[bookmark: chk-paragraph-11_nodeId--1701289653]NON-REGISTERED MARK OR ANOTHER SIGN USED IN THE COURSE OF TRADE — ARTICLE 8(4) EUTMR
 
According to Article 8(4) EUTMR, upon opposition by the proprietor of a non-registered trade mark or of another sign used in the course of trade of more than mere local significance, the trade mark applied for will not be registered where and to the extent that, pursuant to the Union legislation or the law of the Member State governing that sign:
 
(a) rights to that sign were acquired prior to the date of application for registration of the European Union trade mark, or the date of the priority claimed for the application for registration of the European Union trade mark;
 
(b) that sign confers on its proprietor the right to prohibit the use of a subsequent trade mark.
 
[bookmark: chk-paragraph-11-3_nodeId--734417754]Therefore, the grounds of refusal of Article 8(4) EUTMR are subject to the following requirements:
 
	the earlier sign must have been used in the course of trade of more than local significance prior to the filing of the contested trade mark;
 
	pursuant to the law governing it, prior to the filing of the contested trade mark, the opponent acquired rights to the sign on which the opposition is based, including the right to prohibit the use of a subsequent trade mark;
 
	the conditions under which the use of a subsequent trade mark may be prohibited are fulfilled in respect of the contested trade mark.
 
These conditions are cumulative. Therefore, where a sign does not satisfy one of those conditions, the opposition based on a non-registered trade mark or other signs used in the course of trade within the meaning of Article 8(4) EUTMR cannot succeed.

The condition requiring use in the course of trade is a fundamental requirement, without which the sign in question cannot enjoy any protection against the registration of a European Union trade mark, irrespective of the requirements to be met under national law in order to acquire exclusive rights.

Moreover, according to Article 7(2)(d) EUTMDR, if the opposition is based on an earlier right within the meaning of Article 8(4) EUTMR, the opposing party must provide, inter alia, evidence of its acquisition, continued existence and scope of protection, including where the earlier right is invoked pursuant to the law of a Member State, a clear identification of the content of the national law relied upon by adducing publications of the relevant provisions or jurisprudence.

Therefore, the onus is on the opponent to submit all the information necessary for the decision, including identifying the applicable law and providing all the necessary information for its sound application. According to case-law, it is up to the opponent ‘… to provide OHIM not only with particulars showing that he satisfies the necessary conditions, in accordance with the national law of which he is seeking application … but also particulars establishing the content of that law’ (05/07/2011, C-263/09 P, Elio Fiorucci, EU:C:2011:452, § 50).

The information on the applicable law must allow the Office to understand and apply the content of that law, the conditions for obtaining protection and the scope of this protection, and allow the applicant to exercise the right of defence.

As regards the provisions of the applicable law, the opponent must provide a clear identification of the content of the national law relied upon by adducing publications of the relevant provisions or jurisprudence (Article 7(2)(d) EUTMDR). The opponent must provide the reference to the relevant legal provision (Article number and the number and title of the law) and the content (text) of the legal provision by adducing publications of the relevant provisions or jurisprudence (e.g. excerpts from an official journal, a legal commentary, legal encyclopaedias or court decisions). If the relevant provision refers to a further provision of law, this must also be provided to enable the applicant and the Office to understand the full meaning of the provision invoked and to determine the possible relevance of this further provision. Where the evidence concerning the content of the relevant national law is accessible online from a source recognised by the Office, the opponent may provide such evidence by making a reference to that source (Article 7(3) EUTMDR).

As the opponent is required to prove the content of the applicable law, it must provide the applicable law in the original language. If that language is not the language of the proceedings, the opponent must also provide a complete translation of the legal provisions invoked in accordance with the standard rules of substantiation (Article 7(4) EUTMDR, first sentence).

According to Article 95(1) EUTMR, in proceedings before it the Office will examine the facts of its own motion; however, in proceedings relating to relative grounds for refusal of registration, the Office will be restricted in this examination to the facts, evidence and arguments submitted by the parties and the relief sought.

It follows that the Office cannot take into account any alleged rights for which the opponent does not submit appropriate evidence.

According to Article 7(1) EUTMDR, the Office will give the opposing party the opportunity to present the facts, evidence and arguments in support of its opposition or to complete any facts, evidence or arguments that have already been submitted together with the notice of opposition, within a time limit specified by the Office.

According to Article 7(2) EUTMDR, within the period referred to above, the opposing party must also file proof of the existence, validity and scope of protection of its earlier mark or earlier right, as well as evidence proving its entitlement to file the opposition.

According to Article 7(2)(d) EUTMDR, if the opposition is based on an earlier right within the meaning of Article 8(4) EUTMR, the opposing party must provide, inter alia, evidence of its acquisition, continued existence and scope of protection, including where the earlier right is invoked pursuant to the law of a Member State, a clear identification of the content of the national law relied upon by adducing publications of the relevant provisions or jurisprudence.

In the present case, the evidence submitted by the opponent comprises, apart from the evidence already listed above in Section d), the following:

	Annex B&B 18, 19: Extract from the German Trade Mark Act as well as an English translation thereof.

	Annex B&B 20: Extract from the German company register referring to the opponent including an English translation thereof.

	Annex B&B 21, 22 and 24: Extracts from a legal commentary relating to the German Trade Mark Act as well as its translation into English.

It follows from the above that the only valid territory claimed in the end as basis of the opposition according to Article 8(4) EUTMR is Germany, because the opponent failed to submit the provisions of national law for the other Member States originally claimed (namely, Austria, Belgium, France, Luxembourg and the Netherlands). 


a) The right under the applicable law

According to the opponent, the sign ‘HelloFresh’ is protected as a trade name (company name) under Section 5, paragraphs 1 and 2 of the German Trade Mark Act (hereinafter ‘MarkenG’), stating that the exclusive right itself is protected by Section 15 (1), (2) and (4) MarkenG. 

A company name is the official designation of an incorporated undertaking, in most cases registered in the respective national commercial register. Company names are generally protected against subsequent marks according to the same or similar criteria that are applicable to conflicts between registered marks.

The law governing the sign in question, namely Section 15 MarkenG determines that there must be a likelihood of confusion between the contested mark and the earlier company name. 

Pursuant to established German case-law, the interdependence of the following factors needs to be taken into account for the assessment of a likelihood of confusion between a trade mark and a company name by the relevant public: the ‘vicinity’ or ‘proximity’ of the economic sectors (business fields), the similarity of the opposing sign and the distinctive character of the earlier company name. Assessing the risk of confusion under §15(2) MarkenG is very close to the assessment of a likelihood of confusion under Art. 8(1 )(b) EUTMR. The criteria of the similarity of goods and services is replaced, however, by that of the proximity of the business sectors for which the signs are used. The assessment of likelihood of confusion in relation to the non-registered trade mark requires analysing the similarity of the marks, the distinctive character of the earlier mark and the similarity of the goods and services, in case of the earlier non-registered mark the goods for which the mark has been used (or, more exactly, for which use has been proven by the opponent). Again, this assessment is extremely close to that under Art. 8(1 )(b) EUTMR.

The opponent claims that the requirements under sections 15 (2) MarkenG (right of prohibition on the basis of a likelihood of confusion) are met in the present case. Consequently, the opponent must show that the company name ‘HelloFresh’ enjoys protection and that the conditions set by the law governing the earlier right (German Trade Mark Act) in relation to the right to prohibit the use of the contested trade mark are met.


[bookmark: chk-paragraph-11-3-3_nodeId-1370007849]b) The earlier right vis-à-vis the contested trade mark


The goods and services

For reasons of procedural economy, the Opposition Division will not undertake a full comparison of the goods and services/business fields. Again, the examination of the opposition will proceed as if all the contested goods were identical to those of the earlier marks, which, for the opponent, is the best light in which the opposition can be examined.


The signs

The signs have already been compared above under the grounds of Article 8(1)(b) EUTMR (see the comments and explanations re the earlier ‘HelloFresh’ word mark). Reference is made to those findings.


Global assessment

As explained above with regard to Article 8(1)(b) EUTMR, the signs are visually and aurally only similar to a low degree and conceptually dissimilar, which excludes a likelihood of confusion (including a likelihood of association) in the present case even for identical goods. The same conclusions apply here under Article 8(4) EUTMR in relation with Article 15 (2) MarkenG.

Therefore, the opposition is not well founded under Article 8(4) EUTMR either and must be rejected.
 
[bookmark: chk-paragraph-14_nodeId-1960858865] 
[bookmark: chk-paragraph-14-3_nodeId--2106770634]COSTS
 
According to Article 109(1) EUTMR, the losing party in opposition proceedings must bear the fees and costs incurred by the other party.
 
Since the opponent is the losing party, it must bear the costs incurred by the applicant in the course of these proceedings.
 
[bookmark: chk-paragraph-14-3-1_nodeId-714806102]According to Article 109(7) EUTMR and Article 18(1)(c)(i) EUTMIR, the costs to be paid to the applicant are the costs of representation, which are to be fixed on the basis of the maximum rate set therein.
 
[bookmark: rId8][bookmark: chk-paragraph-15_nodeId--1301144368][image: ]
 
 
The Opposition Division
 
 
	[bookmark: docx4j_tbl_0]Konstantinos MITROU
	Holger Peter KUNZ
	Christian STEUDTNER


 

 
According to Article 67 EUTMR, any party adversely affected by this decision has a right to appeal against this decision. According to Article 68 EUTMR, notice of appeal must be filed in writing at the Office within two months of the date of notification of this decision. It must be filed in the language of the proceedings in which the decision subject to appeal was taken. Furthermore, a written statement of the grounds for appeal must be filed within four months of the same date. The notice of appeal will be deemed to have been filed only when the appeal fee of EUR 720 has been paid.
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